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RESOLUTION PASSED BY THE BOARD OF GOVERWORS, AT THE MEETING
HELF ON 22 FEBRUARY 1978, IN JERUSALEM

Resolved: To amend the Regulations on Policies, Organization and Procedures
as follows:

To delete paragraph I of Article II and replace with the following:

1. (1) The grantee, or the institution with which such grantee is affiliated
(hereinafter referred to jointly as "the inventor"), shall communicate
to the Foundation full information of any invention or discovery made
or conceived as arresult of research sponsored or supported in part by
the Foundation ("the arising invention"). At the time of such communi-
cation, the inventor shall inform the Foundation whether, in any country,
it intends to seek patent protection.

(2) If the inventor intends to seek patent protection, the Foundation shall not
divulge or make public any information about the invention communicated
to it under sub-paragraph (1) for a period not to exceed six months follow- .
ing receipt by the Foundation of the information referred to in that sub-
paragraph.

(3) The inventor shall have all right, title and interest in or to such arising
invention in all countries in which he has informed the Foundation he in-
tends to seek patent protection provided that he has applied for patent pro-
tection in those countries within a period of six months after making the
communication referred to in sub-paragraph (1). The Foundation shall be
entitled to acquire in all other countries all rights, title and interest
in or to such invention or discovery. If the inventor fails to seek patent
protection in any country within the six-month period, the Foundation shall
be entitled to acquire all rights, title and interest in or to such invention
or discovery in that country. Moreover, the inventor shall not divulge or
make public any information about the invention communicated to the Founda-
tion under sub-paragraph (1) for a period not to exceed six months following
the initial six-month period. The patent rights of the inventor and the
Foundation shall, in any country, be subject to the laws of that country.

(4) For an arising invention for which the inventor holds a patent in a particm’
country, the Foundation shall be entitled to 50% of the royalties, computed
before payment of costs relating to the patent applitation and maintaining
the patent in force, from the manufacture, @se or sale of the invention in
that country. The revenues received by the Foundation shall be used to fur-
ther the purposes of the Foundation.

(5) The holder of any patent for an arising invention shall insure that such
invention is openly advertised at least in Israel and the U.S.

(6) Institutions applying for grants from the Foundation shall give full informa-
tion on pre-existing background patentable inventions, i1f any. MWhere a
grant is made §p case such invention exists, sub-paragraphs (3) and (4) above
do not apply tﬂzthﬂt invention, but the grant agreement shall include a pro-
vision granting the Fougidation an irrpvgcable, non-exlusive royalty free
license to use the invention, or patents registered with regard thereof,
including the right to grant sub-licenses, for the purpose of enabling it
to exploit its rights or obligations regarding any inventions or patents
resulting from research sponsored or supported in part by the Foundation
or to permit the exploitation of rights by the Governments of Israel, the
U.S. and third parties under these rules.




.L‘,;,H__ ..

(7) The Governments of the U.S. and Israel shall be entitled to irrevocable
non-exclusive, royalty free licenses to use any arising invention
mentioned in sub-paragraph (1) above within their respective countries or
within any third countries for non-commercial governmental purposes.

(8) The Governments of the U.S. and Israel, and U.S. and Israeli nationals
shall be entitled to contractual nonexclusive licenses on a non-discrimi-
natory commercial basis to manufacture, use, or sell any arising invention
within their respective countries, provided however, that in extreme cases
where special incentive is needed to bring about the practice of an inven-
tion, the holder of a patent for-an arising invention may, with the approval
of the Board of Governors, grant limited ex¢lusive licenses to U.S. or
Israeli persons to manufacture, use or sell such invention anywhere upon
such terms and conditions determined to be in the interest of the Foundation
and subject to the rights of the Governments specified in sub-paragraph (7).

(9) Subject to the provisions of sub-paragraphs (7) and (8), the holder of a .
patent for an arising invention may enter into licensing agreements with
any party to manufacture, use or sell such invention in the U.S., Israel
or third countries upon such tefms and conditions as may be appropriate.

(10) Licensing agreements shall require the licensee to describe the Foundation
support to the research Teading to the invention on materials produced
thereby.

(11) Grantees shall be obligated to furnish any information, document or conveyance
necessary to give effect to the provisions of these rules.

(12) The provisions of this policy shall not apply to any ariding invention made
or conceived by an employee of the U.S. or Israeli Government arising out
of his employment by that government.

The above amendment shall enter into effect, as provided by Article V(A)(2) of
the Agreement establishing the United States-Israel Binational Science Foundation,
when approved by both Governments. .
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